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REMARKS 

1. Should the Examiner have Maintained the Provisional Obviousness-Type Double 
Patenting Rejection? 

The examiner has provisionally rejected each of the claims on the ground of nonstatutory 
obviousness-type double patenting, as being unpatentable over claims 20 and 21 of copending 
application 10/337,575. The copending application has an earlier filing date than this 
application. When the application at issue is the later filed application the applicable test is 
whether "the invention defined in the claim of the application would have been an obvious 
variation of the invention defined in a claim in the patent " See M.P.E.P. § 804(II)(B)(l)(a) at 
page 800-22 (Emphasis added). To be an obvious variation only the claims are considered — the 
invention defined in a claim of an application has to be an obvious variation of the invention 
defined in the claim of a patent . M.P.E.P § 804 at page 800-21. The disclosure of the patent may 
not be used as prior art when determining an obvious variation. Id. 

But the examiner has done exactly that — based his determination of double patenting on 

what is found in the specification. For example, in the final Office action the examiner remarks: 

The amendments to the claims limiting the filler to zirconia does 
not overcome the rejection since the claims of 10/337,575 
reasonably include the filler as disclosed as suitable in the 
specification wherein zirconia is disclosed. 

Paper No. 125, page 2. The claims of the 10/337,575 application do not expressly cover 
zirconia. Since the claims in the 10/337,575 application do not specifically claim zirconia, and 
zirconia is not an obvious variant of what is claimed, then the present claims are not obvious 
over claims 20 and 21 of the c 575 application. 

In sum, a provisional obvious-type double patenting rejection is to prevent an extension 
of the right to exclude. M.P.E.P. § 804 at page 800-1 1. Because the use of zirconia as claimed 
in this application is not an obvious variation of the claims 20 and 21 of the 10/337,575 
application the right to exclude would not be extended. 
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2. Has the Examiner Established Prima Facie Obviousness In View of the Applicant's 
Evidence to the Contrary? 

In addition to the provisional obviousness-type double patenting rejection, the examiner 
rejected each of the claims under 35 U.S.C. §103(a) as being unpatentable over Sezi in view of 
Hattori. 

Sezi does not teach the use of zirconia as a filler. Paper No09032004, page 4. In view of 
the declaration by one of the applicants, there is no reason to believe that the claims so rejected 
would have been obvious to one of ordinary skill in the art. 

In the declaration received by the USPTO on November 7, 2005, the inventor explains 
that he and his coinventors initially used silica as a filler material during the course of the 
development of the photodefinable polymers that are set forth in this application. Declaration, 1f 
2. Silica showed thixotropy or varying viscosity with shear rate. Id. The inventors then tried 
zirconia. Id. at | 3. Unexpectedly, when zirconia was used as a filler material the thixotropy was 
greatly reduced. Id. That zirconia would greatly reduce thixotropy was completely unexpected. 
Id. 

The inventor's declaration establishes that the use of zirconia as a filler material greatly 
reduced thixotropy in the photodefinable polymers that the inventors were developing. The 
reductions observed by the inventors were unexpected. Thus the use of zirconia, in and of itself, 
gave an unexpected result. This alone rebuts the examiner's assertion of prima facie 
obviousness. This is, if a compound is unexpectedly superior in one of a spectrum of common 
properties prima facie obviousness may be rebutted. M.P.E.P. § 716.02(a)(II) at page 700-268. 
No set number of examples of superiority is required. Id. at 700-269. 

Thixotropy may be undesirable in some photodefinable polymers. The applicants have 
shown that zirconia has a superior ability to reduce thixotropy over the use of other filler 
materials such as silica. Therefore, the examiner's maintenance of the 103(a) rejection is 
believed to be in error. 

In the final Office action, the examiner asserts that the declaration is unconvincing due 
to the lack of detail. It is unclear why any details are needed. The point is not whether specific 
details of the declaration render the claimed invention obvious or not, but instead that the use of 
zirconia, in and of itself, renders the claims non-obvious over prior art (which teaches silica). 
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Thus there is no reason to give additional details because the point is that, generically, silica 
cannot render obvious the claimed invention to zirconia in these circumstances. 

The examiner also asserts that the declaration is not convincing because there is no basis 
in the specification for the property of thixotropy being important or critical to the invention. 
But the applicant is not required to place anything in the specification to support unobviousness. 
M.P.E.P. § 716.02(f). Obviousness is determined by the totality of the record including evidence 
offered during prosecution. Id. The evidence offered in this case demonstrates that thixotropy 
occurred when silica was used as a filler material and that zirconia greatly reduced thixotrophy. 
Therefore, it does not matter whether the specification indicates that thixotropy is important or 
critical. 

The examiner is also unconvinced because, in his view, the specification discloses silica 
and zirconia as equivalents. Again, the M.P.E.P. expressly indicates that there is no requirement 
that any of the arguments of non-obviousness be placed in the specification. M.P.E.P. § 
716.02(f). Since the best mode is disclosed, the fact that advantages to one or the other species is 
not discussed in the specification is of no importance as the advantages of zirconia are discussed 
in the declaration. 

The examiner's last reason for remaining unconvinced is focused on the specification. 
But the test is whether the affidavit indicates effectiveness over the entire claimed range. See 
M.P.E.P. § 716.02(d). Here, the showing in the declaration is broader than the claims and shows 
that, over the entire range and a broader range, zirconia would unexpectedly be more effective 
than silica. Thus there is no requirement that a showing wherein zirconia is generically 
unexpectedly better needs to be supplemented by showing that, in each individual case claimed, 
zirconia is better. It is better in general and, therefore, it is better in specific. 

The specification page 2, lines 17-23 state that, in one embodiment, the particle size of 
the filler is less than 100 nanometers and that the filler may be zirconia particles which is the 
same range and material as claimed. An embodiment including zirconia particles with a particle 
size of less than 100 nanometers exhibits greatly reduced thixotropy. Greatly reduced thixotropy 
is due to the use of zirconia, not the particle size. This is evidenced by the declaration that states 
the inventors were contemplating the use of silica and when zirconia was tried the thixotropy 
was reduced. 
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In sum, the declaration submitted by one of the inventors rebuts the examiner's assertions 
of obviousness. Apparently the examiner is not convinced because, in his view, the declaration 
and specification are of different scope. The specification is not required to address issues of 
non-obviousness. But in this case the declaration is offered for just that reason: to show non- 
obviousness. Thus both the specification and the declaration should be considered for what they 



Because the examiner erred in his rejection of the claims the committee is requested to 
withdraw finality and allow the case to pass to issue. 

Respectfully submitted, 



offer. 



Date: 
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